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DETAILED ACTION 

Response to Arguments 

Applicant's amendments, filed 8/1 1/208, have overcome the rejection(s) of 
claim(s) over Niinikoski et al and over Niinikoski et al in view of Auhorn et al. Therefore, 
the rejections have been withdrawn. However, due to the amendments, new grounds of 
rejection are made as detailed below. 

Regarding the preferred and exemplified polymers of Niinikoski et al, disclosed 
examples and preferred embodiments do not constitute a teaching away from a broader 
disclosure or nonpreferred embodiments. In re Susi, 440 F.2d 442, 169 USPQ 423 
(CCPA 1971 ). "A known or obvious composition does not become patentable simply 
because it has been described as somewhat inferior to some other product for the same 
use." In re Gurley, 27 F.3d 551, 554, 31 USPQ2d 1130, 1132 (Fed. Cir. 1994) 
Furthermore, "[t]he prior art's mere disclosure of more than one alternative does not 
constitute a teaching away from any of these alternatives because such disclosure does 
not criticize, discredit, or otherwise discourage the solution claimed...." In re Fulton, 391 
F.3d 1195, 1201,73 USPQ2d 1141, 1146 (Fed. Cir. 2004). 

The disclosure of Niinikoski et al embodies polymers comprising 100% vinyl 
acetate. 

Claim Objections 

Claim 1 8 is objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim, or amend the claim to place the claim in proper dependent 
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form, or rewrite the claim in independent form. Claim 18 recites that the emulsion 
contains particles (B) in an amount of 5 to 60 wt-%. However, Claim 1 8 depends from 
Claim 1 , which recites a solids content of the emulsion from 7.9 to 39 (assumed to be 
wt-%). Claim 18 thus expands rather than limits Claim 1. 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1, 7-10, 13, 14 and 18 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Claims 1, 9 and 10 recite a method requiring addition of a polymer emulsion 
comprising a cationic starch (A) and polymer particles, wherein the polymer particles 
are polymerized in the presence of a cationic starch (A). It is not clear if the first and 
second cationic starch (A) are the same cationic starch, different cationic starches 
having the same properties, or if additional cationic starch (A) is added following the 
polymerization to make the emulsion. This rejection might be overcome by changing the 
second recitation of "a cationic starch" to "the cationic starch" or "said cationic starch." 

Claims 1 , 9 and 1 0 also recite that the emulsion has a solid content of 7.9 to 39 
but fail to recite whether the solid content is weight, weight percent, moles, mole 
percent, volume, volume percent, or some other unit. Weight percent is assumed for 
the purpose of this examination. 
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Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1, 9, 10, 13, 14 and 18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Niinikoski et al (6753377) in view of Gramera et al (3632585) and as 
evidenced by Brandrup et al (Polymer Handbook, 3 rd ed). 

Claims 1 , 9, 1 0 and 18: Niinikoski et al discloses a method of making paper 
comprising adding a polymer dispersion to a pulp at the wet end of a paper machine 
(mixing a pulp slurry and a polymer emulsion at the time of papermaking) (Abs; col 1 , 
lines 4-55; col 2, lines 13-16; col 5, lines 21-25). The dispersion is formed by 
polymerizing from 60 to 95% of a monomer mixture in the presence of from 5 to 40% of 
a cationic starch having a degree of cationic substitution from 0.01 to 1 . Using the 
preferred cationizing species, 2,3-epoxypropyltrimethyl ammonium chloride, the 
nitrogen content of the disclosed cationized starch is calculated to be from 0.09 to 4.5 
wt-%, which includes the claimed nitrogen content (col 3, lines 28-56). The proportion 
of monomers, and thus polymer made, to starch significantly overlays the claimed 
proportion. 

The monomers, which can be 100% vinyl acetate monomers in some 
embodiments, are polymerized by dispersion polymerization to form an aqueous 
polymer dispersion comprising polyvinyl acetate and cationic starch and having a solids 
content of from 10% to 60% (col 4, lines 8-67). Polyvinyl acetate homopolymers have a 
Tg of 28 °C to 39 °C (see Brandrup et al, p V/72 if evidence is needed). 
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Niinikoski et al does not disclose filtering the stock on a wire mesh to drain water 
and form a paper layer, but does disclose making paper on a gap former machine, 
which filters the papermaking slurry through a wire mesh. Niinikoski et al also discloses 
examples wherein paper is made on a paper machine, thus implicitly describing an 
apparatus that drains the pulp through a screen. Alternatively, such process is well 
known in the conventional art, as admitted by Applicant on p 7 of the response received 
10/24/2007, and would have been obvious to one of ordinary skill. 

Niinikoski et al does not disclose an emulsion of the polymer particles and starch. 
However, the disclosed composition is substantially identical to the claimed 
composition, an aqueous mixture comprising a cationic starch and polymer particles, 
thus will form the claimed emulsion or, at least, formation of an emulsion would have 
been obvious to one of ordinary skill in the art. Alternatively, using an emulsion would 
have been obvious to one of ordinary skill in the art. 

Niinikoski et al does not disclose the particle size of the vinyl acetate polymers. 

Gramera et al discloses vinyl acetate homopolymers and copolymers used in 
papermaking. The polymers have a particle size maintained in the range of 0.2 to 1 .2 
microns to prevent their agglomeration into unusable gels or floes (col 1, lines 1 1-36; col 
3, lines 53 to 65; col 4, lines 45-54). 

The art of Niinikoski et al, Gramera et al and the instant invention is analogous as 
pertaining to vinyl acetate polymers used in papermaking. It would have been obvious 
to one of ordinary skill in the art to use a polymer particle size in the claimed range in 
the process of Niinikoski et al in view of Gramera et al as a size that prevents the 
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particles from agglomerating and becoming unusable. Absent convincing evidence of 
unobvious properties, using a starch solution having any viscosity would have been 
obvious as a functionally equivalent option. 

The disclosed method and composition significantly overlaps the claimed subject 
matter, thus improving the stiffness of the paper would have been obvious for reasons 
previously given. 

Claims 13 and 14: Anionic monomers and nonionic-hydrophilic group containing 
monomers are not required by Niinikoski et al, although acrylonitrile is recited as a 
suitable monomer or comonomer (hydrophilic) (col 3, lines 28-29). 

Claims 7 and 8 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 1 03(a) as obvious over Niinikoski et al. 

Claim 7 is product-by-process claim. The product of Niinikoski et al appears to be 
the same as or similar to the claimed product, a paper or pulp sheet comprising a 
natural or synthetic cationic polymer and vinyl fatty ester polymer, although produced by 
a different process. The burden therefore shifts to applicant to come forward with 
evidence establishing an unobvious difference between the claimed product and the 
prior art product. In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 (Fed. Cir.1983). 
"In the event any differences can be shown for the product of the product-by-process 
claim 7 as opposed to the product taught by Niinikoski et al et al, such differences would 
have been obvious to one of ordinary skill in the art as a routine modification of the 
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product in the absence of a showing of unexpected results: see also In re Thorpe, 777 
F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985)" 

Claim 8: An example is disclosed wherein the dispersion is added in the amount 
of 1 .5%, based on active size (solids content) to dry pulp (col 6, lines 55-67; col 7, lines 
1-14, Example 5). Considering the 25% filler and 0.8% pulp starch added in the 
example as part of the sheet weight, the amount of dispersion added is within the 
claimed range. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DENNIS CORDRAY whose telephone number is 
(571)272-8244. The examiner can normally be reached on M - F, 7:30 -4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven Griffin can be reached on 571-272-1 189. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Dennis Cordray/ 
Examiner, Art Unit 1791 



/Eric Hug/ 

Primary Examiner, Art Unit 1791 



